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DETAILED ACTION 

1 . This action is responsive to application 09/826,664 filed on 4/5/200 1 , with no prior art 
filed 

2. Claims 1-49 are pending in the case. Claims 1, 9, 21, 30, 36, 41, 47, 48, and 49 are 
independent claims. 

Claim Objections 

3. Claim 8 objected to because of the following informalities: In line 3 of the claim, "user 
requests" should be "user's request". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4 Claims 1, 9-10, 30, 36-37, and 47-48 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Khan et al (USPN 6,460,038 Bl— filing date 9/24/1999), hereinafter 
Khan '038. 

5. Regarding independent claim 1, Khan '038 discloses a method in a data processing 
system for creating bookmarks (in col. 18, lines 15-65, the invention creates bookmarks), 
comprising: receiving a request to create a new bookmark for a document (in order to 
create a bookmark it is inherently necessary that a creation request is received); 
detemining whether a reference bookmark already exists for the document (in step (e) of 
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the claim, a bookmark is accessed remotely); if a reference bookmark already exists , 
creating a bookmark link(since the reference bookmark is accessed remotely, it is 
necessary to create a link to it); and linking the bookmark link to the reference bookmark 
(linking the bookmark link is a necessary part of creating the bookmark link). 

6. Regarding independent claim 9, it is essentially the same as claim 1 except that there is 
no determining step, and since it is broader, it is rejected under the same rationale. 

7. Regarding dependent claim 10, identifying a reference bookmark inherently involves 
presenting at least one existing bookmark; receiving a selection of a reference bookmark 
from the at least one existing bookmark because there is no logical way to accomplish 
this task other than assembling a group of candidates and choosing one. 

8. Regarding independent claim 30, it is an apparatus that performs the method of claim 1 
and it is rejected under the same rationale. 

9. Regarding independent claim 36, it is an apparatus that performs the method of claim 9 
and it is rejected under the same rationale. 

10. Regarding dependent claim 37, it is an apparatus that performs the method of claim 10 
and it is rejected under the same rationale. 

1 1 . Regarding independent claim 47, it is a computer program in a computer-readable 
medium that encodes the method of claim 1 and is rejected under similar rationale. 

12. Regarding independent claim 48, it is a computer program in a computer-readable 
medium that encodes the method of claim 9 and is rejected under similar rationale. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13 Claims 2-3, 5, 15-16, and 32 are rejected under 35 U.S.C- 103(a) as being 

unpatentable over Khan '038, further in view of Bauersfeld (USPN 5,917,491— filing 

date 8/29/1997). 

14. Regarding dependent claim 2, Khan '038 fails to disclose receiving a name for the 
bookmark link. However, Bauersfeld, in col. 3, lines 20-30, discloses that links have 
name to aid in identifying them. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to incorporate Bauersfeld' s practice of naming links 
into Khan '038 in order aid in identifying links. 

15. Regarding dependent claim 3, Khan '038 fails to disclose receiving a description for the 
bookmark link. However, Bauersfeld, in col. 3, lines 20-30, discloses that links have 
descriptions to aid in storing background information about them. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate 
Bauersfeld's practice of naming links into Khan '038 in order aid in storing background 
information about them. 

16. Regarding dependent claim 5, Khan '038 fails to disclose that each bookmark includes 
a uniform resource locator for the document. However, Bauersfeld, in col. 3, lines 10-20 
discloses that bookmarks have URLs in order to aid in retrieving the web page associated 
with the bookmark subsequently. It would have been obvious to one of ordinary skill in 
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the art at the time of the invention to use URLs with the bookmarks in Khan '038 after 
the manner of Bauersfel in order to aid in retrieving the web page associated with the 
bookmark subsequently. 

17. Regarding dependent claim 15, it contains the same limitation as claim 5 and is rejected 
under the same rationale. 

18. Regarding dependent claim 16, it incorporates the determination step from claim 1 into 
claim 1 5 and it is rejected under the same rationale. 

19. Regarding independent claim 32, it is an apparatus that performs the method of claim 5 
and it is rejected under the same rationale. 

20 Claims 4, 20, and 31 are rejected under 35 U.S-C 103(a) as being unpatentable over 
Khan '038, further in view of Reiter (USPN 5,642,503— filing date 12/15/1993). 

21. Regarding dependent claim 4, Khan '038 fails to disclose that the step of linking the 
bookmark link to the reference bookmark comprises storing a pointer to the reference 
bookmark in the bookmark link. However, Reiter in col. 3, lines 65-67 and col. 4, lines 
1-20 discloses how linking involves storing a pointer (see col. 4 lines 13-15) in order to 
efficiently and elegantly record relevant linking information. It would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify Khan '038 by 
linking with a pointer as in Reiter in order to efficiently and elegantly record relevant 
linking information. 

22. Regarding dependent claim 20, it incorporates the limitations of claim 4 into claim 9 
and is rejected under the same rationale. 
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23. Regarding dependent claim 31, it is an apparatus that performs the method of claim 4 

and it is rejected under the same rationale. 
24 Claims 6, 17, and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Khan '038, further in view of Bauersfeld, further in view of Himmel et al. (USPN 

6,037,934— filing date 11/21/1997), hereinafter Himmel. 

25. Regarding dependent claim 6, Khan '038 and Bauersfeld fail to disclose that the step of 
determining whether a reference bookmark already exists for the document comprises 
comparing the uniform resource locator of the bookmark to the uniform resource locator 
of each existing bookmark. However, Himmel discloses in col 17, lines 55-65 that 
URLs are compared to determine if bookmarks exist, in order to detect redirection 
conditions. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to compare URLs as in Himmel in the context of Khan '038 and Bauersfeld 
in order to detect redirection conditions. 

26. Regarding dependent claim 17, it incorporates the limitations of claim 6 into claim 16 
and is rejected under the same rationale. 

27. Regarding independent claim 33, it is an apparatus that performs the method of claim 6 
and it is rejected under the same rationale. 

28 Claims 7-8 and 34-35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Khan '038, further in view of Isreal et al. (USPN 6,330,007 Bl— filing date 
12/18/1998), hereinafter Isreal. 

29. Regarding dependent claim 7, Khan '038 fails to disclose that if a reference bookmark 
already exists, prompting a user whether to create the bookmark link. However, Isreal 
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discloses in col 12, lines 30-45 prompting the user if duplication of a screen ID is found. 
This is analogous art because in both cases duplication occurs and prompting is the 
response. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to add Isreal's feature of prompting upon duplication to Khan £ 038 because it 
gives the user a chance to select an appropriate response to the case when duplication 
occurs. 

30. Regarding dependent claim 8, Khan '038 and Isreal fail to disclose that the step of 
creating the bookmark link comprising creating the bookmark link in response to a user's 
request to create the bookmark link. However, it was notoriously well known in the art at 
the time of the invention that when a user is prompted for an action, it is obvious to carry 
out the action if the user decides to do the action. Hence, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to actually create the link if the 
user selected this course action at the prompt because this would satisfy the user's 
expectations. 

31 . Regarding dependent claim 34, it is an apparatus that performs the method of claim 7 
and it is rejected under the same rationale. 

32. Regarding dependent claim 35, it is an apparatus that performs the method of claim 8 
and it is rejected under the same rationale. 

33 Claims 11-14 and 38-40 are rejected under 35 ILS.C. 103(a) as being unpatentable 
over Khan '038, further in view of Crandall et ah (USPN 6,321,228 Bl— fding date 
8/31/1999), hereinafter CrandalL 
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34. Regarding dependent claim 11, Khan '038 fails to disclose the step of presenting at 
least one existing bookmark comprises presenting the at least one existing bookmark in a 
tree structure. However, Crandall discloses in col. 4, lines 1-10 that bookmarks have a 
tree structure. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to present the bookmarks in a tree structure in the manner of Crandall in 
order to efficiently store the bookmark information in a hierarchy. 

35. Regarding dependent claim 12, Khan '038 and Crandall fail to explicitly disclose that 
the step of receiving a selection of a reference bookmark comprises receiving the 
selection of the reference bookmark in the tree structure. However, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have this be the 
case based on claim 1 1 , wherein the bookmarks are presented in a tree structure, and 
hence it would be obvious to receive the reference bookmark via the tree structure 
because this would match the user's clear expectations, 

36. Regarding dependent claim 13, Khan '038 fails to disclose displaying a symbolic 
representation of the bookmark link in the tree structure. However, Crandall discloses 
displaying a symbolic representation of the bookmark link in the tree structure in col. 6, 
lines 30-45. It would have been obvious to one of ordinary skill in the ait at the time of 
the invention to display a symbolic representation of the bookmark link in the tree 
structure as in Crandall in the context of Khan '038 in order to provide the user with a 
tool for visualizing the bookmark structure. 

37. Regarding dependent claim 14, Khan '038 and Crandall fail to disclose that 
modifications to the reference bookmark are displayed in relation to the symbolic 
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representation of the bookmark link in the tree structure. However, it was notoriously 
well known in the art at the time of the invention that users expect displayed material to 
be an accurate representation of the underlying data structure. Hence, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have 
modifications to the reference bookmark be displayed in relation to the symbolic 
representation of the bookmark link in the tree structure in order to have the displayed 
material be an accurate representation of the underlying data structure. 

38. Regarding dependent claim 38, it is an apparatus that performs the method of claim 1 1 
and it is rejected under the same rationale. 

39. Regarding dependent claim 39, it is an apparatus that performs the method of claim 12 
and it is rejected under the same rationale. 

40. Regarding dependent claim 40, it is an apparatus that performs the method of claim 13 
and it is rejected under the same rationale. 

41 Claims 18-19 are rejected under 35 U.S.C 103(a) as being unpatentable over Khan 
'038, further in view of Isreal, further in view of Bauersfeld, 

42. Regarding dependent claim 18, it incorporates the limitations of claim 7 into claim 16 
and is rejected under the same rationale. 

43. Regarding dependent claim 19, it incorporates the limitations of claim 8 into claim 16 
and is rejected under the same rationale. 

44 Claims 21-22, 41-42, and 49 are rejected under 35 U.S.C 103(a) as being 

unpatentable over Khan '038, further in view of Khan et al. (USPN 6,427,175 Ri- 
ffling date 9/24/1999), hereinafter Khan ' 175. 



Application/Control Number: 09/826,664 Page 10 

Art Unit: 2178 

45. Regarding independent claim 21, the claim is analogous to claim 1 except that instead 
of bookmarks, bookmark folders are manipulated. However, Khan '175 discloses the use 
of bookmark folders as organizational tools for bookmarks in lines 1-20 of the Abstract. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to use bookmark folders in the context of Khan ' 03 8 in the manner of Khan ' 175 in order 
to take advantage of bookmark folders' applicant as organizational tools for bookmarks. 

46. Regarding dependent claim 22, it modifies claim 21 in a way analogous to the way in 
which claim 10 modifies claim 9, and is rejected under similar rationale. 

47. Regarding independent claim 41, it is an apparatus that performs the method of claim 
21 and it is rejected under the same rationale. 

48. Regarding dependent claim 42, it is an apparatus that performs the method of claim 22 
and it is rejected under the same rationale. 

49. Regarding independent claim 49, it is a computer program in a computer-readable 
medium that encodes the method of claim 21 and is rejected under similar rationale. 

50 Claims 23-26 and 43-46 are rejected under 35 U.S.C 103(a) as being unpatentable 
over Khan '038, further in view of Khan '175, further in view of Crandall. 

51 . Regarding dependent claim 23, it modifies claim 22 in a way analogous to the way in 
which claim 1 1 modifies claim 10, and is rejected under similar rationale. 

52. Regarding dependent claim 24, it modifies claim 23 in a way analogous to the way in 
which claim 12 modifies claim 11, and is rejected under similar rationale. 

53. Regarding dependent claim 25, it modifies claim 23 in a way analogous to the way in 
which claim 13 modifies claim 1 1, and is rejected under similar rationale. 
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64. Regarding dependent claim 29, it modifies claim 21 in a way analogous to the way in 
which claim 4 modifies claim 1 , and is rejected under similar rationale. 
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54. Regarding dependent claim 26, it modifies claim 25 in a way analogous to the way in 
which claim 14 modifies claim 13, and is rejected under similar rationale. 

55. Regarding dependent claim 43, it is an apparatus that performs the method of claim 23 
and it is rejected under the same rationale. 

56. Regarding dependent claim 44, it is an apparatus that performs the method of claim 24 
and it is rejected under the same rationale. 

57. Regarding dependent claim 45, it is an apparatus that performs the method of claim 25 
and it is rejected under the same rationale. 

58. Regarding dependent claim 46, it is an apparatus that performs the method of claim 26 
and it is rejected under the same rationale. 

59 Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Khan '038, 
further in view of Khan 475, further in view of Bauersfeld (USPN 5,917,491— filing 
date 8/29/1997). 

60. Regarding dependent claim 27, it modifies claim 21 in a way analogous to the way in 

which claim 2 modifies claim 1 , and is rejected under similar rationale. 
61 Claims 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Khan '038, 

further in view of Khan '175, further in view of Bauersfeld. 
62. Regarding dependent claim 28, it modifies claim 21 in a way analogous to the way in 

which claim 3 modifies claim 1, and is rejected under similar rationale. 
63 Claims 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Khan '038, 

further in view of Khan '175, further in view of Reiter (USPN 5,642,503— filing date 

12/15/1993). 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. 



USPN 6,324,566 Bl (filing date 7/16/1998)— Himmel et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan D. Schlaifer whose telephone number is 703-305-9777. 
The examiner can normally be reached on 8:30-5:00, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 703-308-5465. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



JS 




PRIMARY EXAMINER 



